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REMARKS 

Claims 1-43 were originally presented in I he subject application. Claims 18-43 were 
canceled wilhoui prejudice, and claims 44-62 added in a response dated March 19, 2 0 03. Claims 
I, 8, 9, 15, 45, 49, 56, 58 and 59 have hereinabove been amended to more particularly point out 
and distinctly claim the subject invention. No claims have herein been added or canceled. 
Therefore, claims 1-17 and 44-62 remain in this case. 

The addition of new mailer has been scrupulously avoided. Tri that regard, support for the 
common amendment to claims removing "specific gravity" in favor of --density— can be found 
in the claims as originally tiled. In addition, suppon for the common amendment to claims S, 9, 
45, 49 and 56 can be found, for example, in the specification at page 5, lines I- 1 1 . 

Applicant respectfully requests reconsideration and withdrawal of the grounds of 
rejection and objection. 

35 U.S.C. $112 Rejection 

The Office Action rejected claims 8, 45-55 and 57-62 under 35 U.S.C. §1 12, as allegedly 
failing to enable thermal isolation by means other than an air gap in the exiling channel. 
Applicant respectfully, but most strenuously, traverses this rejection. 

As an initial matter, Applicant submits the Office Action fails ro consider all the factors 
required under MPEP 21 64.0 1 (u) ? providing a non-exhaustive list of factors (A) though (H) to be 
considered in any enablement determination: 



(A) 


The breadth of the claims; 


(B) 


The nature of the invention; 


(C) 


The state of the prior an; 


(O) 


The level of one of ordinary skill; 


(B) 


The level of predictability in the art; 


(F) 


The amount of direction provided by the inventor; 


(G) 


The existence of working examples; and 


(H) 


The quality of experimentation needed to make or use the invention based on the 
con Lent ofthe disclosure. 
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Therefore, Applicant submits thai the Office Action foils to present even a prima facie ease of 
non-enablcmenl. Should this rejection be maintained, Applicant requests that each and every 
factor be adequately addressed in the next Office Action. 

Moreover, as long as the specification discloses at least one method for making and using 
the claimed invention dial bears a reasonable correlation to the entire scope of the claim, then the 
enablement requirement of35 TJ.S.C. §1 12 is satisfied. In vc Fisher, All F.2d 833, 830, 166 
USf*0 1 8, 24 (CCPA 1970). failure In disclose other methods by which the claimed invention 
may be made docs not render a claim invalid under 35 IJ.S.C. §112. Spectra-Physics* Inc. v. 
Coherent, Inc., 827 F.2d 1524, 1533, 3 USPQ2d 1737, 1743 (Fed. Cir.) cert denied, 484 U.S. 
954(1987). 

Further, although in this case there is a working example, Applicant submits not even that 
is required for enablement. Sec MPliP 2 1 64.02. 

J or oil the reasons noted above, Applicant submits that the rejected claims are adequately 
enabled, such that this rejection should be withdrawn. 

The Office Action also rejected claims 1-17, 44-55 and 57-62 as allegedly indefinite, 
based on the use of units of density with "specific gravity." In response, Applicant has amended 
claims 1,15, 58 and 59 to recite "density/ 1 rather than "specific gravity," and keeping the 
existing units of density. Applicant similarly amended the specification. 

The Office Action further rejected claims S, 45-55 and 57-62 as indefinite, alleging that 
the phrase "at least partially thermally isolating the first portion from the second portion" is 
vague, in that one skilled in ihe art could not establish when the portions were at least partially 
thermally isolated from each other. 

In response, Applicant has amended claims 8, 9, 45, 49 and 56 to remove the 
objectionable language, and instead focus on controlling pre-f naming in Ihe expanding portion of 
the die (i.e., the second portion in rhc claims). Controlling pre-foaming is the overall purpose of 
the thermal isolation. 
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As amended, Applicant suhmirs I he above-noted rejection of claims 8, 45-55 and 57-02 
has been overcome. 

35U.S.C . S1 03 Rejection 

The Office Action rejccled claims 1-3 and 14-17 under 35 U.S.C. §103, as allegedly 
obvious over Wu el a!. (U.S. Patent No. 6,383,425) in view orWilkes ct al. (U.S. Patent No. 
5,817,705). Applicant respectfully, but most strenuously, traverses this rejection. 

As pointed out in Applicant's prior response, Wu el al. teaches extruding (bam with 
densities in the range of 0.4 lo 0.S g/ee. Recognizing this fact, the Office Action seeks to 
combine Wilkes et al. for its density leaching, arguing simply that ' fc [i]t would have been obvious 
to one of ordinary skill in the art to operate the process of Wu et al. in a manner to produce a 
loam having a density within the range taught by Wilkes et al. in order to meet commercial 
demand for foams having such a density." 

However, Applicant submits there is no indication in Wu, and no other evidence provided 
in die Office Action, as to whether polymer foam having a density of less than about 0.1 5 g/ec 
could even be produced with the Wu et al. die. In fact, Applicant submits that such low-density 
foam could not be produced using Ihe die of Wu ei al., without major modifications taught by the 
present invention. Indeed, if Wu et al. were able lo produce foam at lower densities, one would 
think that such lower densities would have been disclosed in the specification and, if allowable 
over the art, claimed as well. Yet, such is not the case; Wu et al. teaches only the range 0,4 to 
0.8 g/cc, well above the claimed density of less than about 0. 1 5 g/ce. 

Even if, for the sake of argument, and Applicant does not believe this to be true, one were 
to assume that Wilkes et al. somehow suggests using Lhe Wu et a), die lo produce foam of the 
claimed density, the question remains how to do it such thai the claim language would be met. 
What is claimed is not just low-density foam, but foam with a density oTIess than about 0.15 
g/cc AlNfl) comparable in quality to that obtainable with hydrocarbon blowing agents. Applicant 
submits this aspect is not taught or suggested in either reference or their combination, without 
resort to the present invention. 
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Moreover, Applicant submits that the reasoning in the Office Action as lo why it would 
he obvious lo combine; ihe references in the manner alleged evidences the use of hindsight, since 
there is no teaching or suggestion within the references themselves, as required in the case law, 
for modifying the Wu el al. die to produce low-density foam. This is especially true in this case, 
since Wu ei al. expressly teaches in a density range nowhere near what is claimed. 

Therefore, Applicant .submits thai claim 1 cannoi be rendered obvious over Wu et ai. in 
view ofWilkes et al. 

£>bj cction to Cla i ms 

The Oflico Action objected io claims 9, 12, 13 and 56 as depending from a rejected base 
claim. However the Office Action also indicated that these claims would be allowable if 
rewritten in independent form, including all of the limitations of the base claim and any 
intervening claims, and, for claims 9, 12 and 13, if the rejection under 35 U.S.C. § 1 12, second 
paragraph, were overcome. 

Applicant sincerely appreciates the indication of allowable subject matter, however, in 
light of the remarks made above, Applicant respecrfully declines at this time lo so amend the 
noted claims. Applicant does, however, reserve the right io do so later in prosecution. 

CON CLUSION 

Applicant submits that the dependent claims not specifically addressed herein are 
allowable for the same reasons as the independent claims from which they direcLly or ultimately 
depend, as well as for (heir additional limitations. 

For all the above reasons, Applicant maintains that the claims oflhe subject application 
define patentable subject matter and earnestly requests allowance of claims 1-17 and 44-62. 
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If a telephone conference would bo of assistance in advancing prosecution of the subject 
application. Applicant's undersigned atiomcy invires the Examiner to telephone him at the 
number provided. 



Wayne F. Rcinke 
Attorney lor Applicant 
Registration No.: 36,650 

Dated: September /J?, 2003. 

I ICS LIN ROTHENBERG FARLEY &. MESITI P.C. 
5 Columbia Circle 
Albany, New York 1 220.1-5 1 60 
Telephone: (518)452-5600 
Facsimile: (518)452-557.0 



SEf> 22 20Q 3 



Received from < 518452 5579 > at 9/19/034:03:52 PM [Eastern Daylight Time] 



